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Period for RepT'''"'' """^^ communication appears on thB cover sheet with the correspondence address - ' 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH^S^ FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ MONTH(S) FROM 

status 

1)13 Responsive to communication(s) filed on 11 September 2004 
2aM This action is FINAL, 25)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1:4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) _M is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19{a)-(d) or (f) 
3)13 All b)n Some *c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) a\ n i^* 

o^riMr .r^ X. . « *^o^^) 4) LJ Interview Summary (PTO-41 3) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No{s)/Mail Date. 

3) U Infomiation Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/IV1ail Date . 6) □other: 

U.S. Patent and Trademark Office 



PTOL-326 (Rev. 1^)4) Office Action Summary 



Part of Paper No./Mail Date 1 1 1504 
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DETAILED ACTION 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). Receipt is acknowledged of papers submitted under 35 
U.S.C. 1 19(a)-(d), which papers have been placed of record in the file. 

Claim Rejections • 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. m such full, clear, concise, and exact terms as to enable any person skilled in the 
!f l lu P®,^'"!' °^ which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canying out his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The clajm(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 



The newly amended limitations such as '-<^ ^ *"q°t j ^i^c... „ 



and 



hlJUhl improves weldabilitv b£ the entire strud-ure of th«> aol f 
■■ club head . 

" are not supported by 

the specification as originally filed. Applicants are required to point out support for said 
limitations or delete them in response to this office action. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1.121. 
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Claim Objections 

Claims 1-4 are objected to because of tlie following informalities: In claim 1 , line 
6, the wording "mandanese" is an apparent typographical error. Appropriate correction 
is required. 

Claim Rejections - 35 (JSC § 103 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c ) and potential 35 U.S.C. 102(f) or (a) orior 
art under 35 U.S.C. 103(a). 'v^^u; or ^g; prior 

Claims 1-4 are rejected under 35 U.S.C. § 103 as being unpatentable over USP 
5089067 to Schumacher (abstract and claim 14), US 2003/0236133 ([0009] and Table 
(SUS410- martensitic steel), or USP 5630888 to Yoshida et al (col. 2, lines 1-13). 

Cited references disclose the features including the claimed martensitic stainless 
steel golf club head. Therefore, when prior art compounds essentially "bracketing" the 
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claimed compounds in structural similarity are all known, one of ordinary skill in the art 
would clearly be motivated to make those claimed compounds in searching for new 
products in the expectation that compounds similar in structure will have similar 
properties. In re Gyurik, 596 F.2d 1012. 1018. 201 USPQ 552. 557 (CCPA 1979); See 
In re May. 574 F.2d 1082. 1094. 197 USPQ 601. 611 (CCPA 1978) and In re Hoch, 57 
CCPA 1292. 1296, 428 F.2d 1341. 1344, 166 USPQ 406, 409 (1970). Therefore, It 
would have been obvious to one of ordinary skill in the art to select any portion of range, 
including the claimed range, from the broader range disclosed in a prior art reference 
because the prior art reference finds that the prior art composition in the entire disclosed 
range has a suitable utility. Also see MPEP § 2131.03 and § 2123. 

With respect to the recited process limitation "made from a thin ingot piece", that 
first "thin ingot piece" is defined in relative terms which reads on the material used in the 
cited references. Second, the invention defined in a product-by-process claim is a 
product, not a process. In re Bridgeford, 357 F. 2d 679, 149 USPQ 55 (CCPA 1966) 
and MPEP §2113. 

With respect to the "malleability" that the materials of cited references also 
contain Mn and other alloying elements (see USP 5630888, abstract); therefore, the 
materials of cited references also suitable for increasing malleability and improve 
weldability of the entire structure of the golf club head. 

With respect to the instant claims 2-4 that the forging temperature and force are 
material properties which would have been inherently possessed the materials of cited 
references. Furthermore, the invention defined in a product-by-process claim is a 
product, not a process. In re Bridgeford, 357 F. 2d 679, 149 USPQ 55 (CCPA 1966) 
and MPEP §21 13. 
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Response to Arguments 

Applicant's arguments filed September 11, 2004 have been fully considered but 
they are not persuasive. 

Applicants' argument as set forth in pages 5-6 of instant remarks is noted. First, 
about 1 wt.% Mn is same as claimed less than 1 wt.% Mn. Second, the amended 
limitations are new matters. Assuming arguendo the limitations are not new matter they 
still do not carry patentable weigh because "thin ingot piece" is defined in relative term. 
Third, because the claimed composition and microstructure are overlapped by materials 
of cited references: therefore, properties such as malleability and weldability (also 
defined in relative terms) would have been inherently possessed by the materials of 
cited references. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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tha toi f ? °" °" reference(s) for all the teachings expressed in 

hii references and/or one of ordinary skill in the metallurgical art would 

have reasonably understood or implied from the text(s) of the reference(s) To 
hlnf' -^f T^!^ aspect(s) of the prior art. only specific portion(s) of the text(s) have 
been pointed out Each reference as a whole should be reviewed in responding to the 
rejection, since other sections of the same reference and/or various combination of the 
cited references may be relied on in future rejection(s) in view of amendment(s). 

set forth abov^ """"^^'^"^ ^'^""^ ^^^^^ been meet by the rejections as 

Applicant is reminded that when amendment and/or revision is required 



Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1241 The 
examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 P.M. 

suoe Jsnf n7RnJ?v^t^^ ^''k""'"^'' ^""^ unsuccessful, the examiner's 

supervisor. Dr. Roy V. King, can be reached on (571 )-272- 1244. 

is assig'neV"703-S72T06"'" ^^^''^^'^^ °^ 

Information regarding the status of an application may be obtained from the 
ofir K i''' e^AIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR 
Status information for unpublished applications is available through Private PAIR onlv 
For more information about the PAIR system, see http://pair-direct.uspto.gov. ShoJl^d " 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-21 7-9197 (toll-free). ^ tiecironic 
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S. Ip 
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